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REMARKS 

Amendment to the Specification 

The first paragraph on page 1 of the specification was 
amended to update the status of the parent application, which is 
now USP 6,770,629. 

Rejection Under 35 USC 112, Second Paragraph 

Claims 1 to 18 were rejected under 35 USC 112, second 
paragraph for the reasons set forth on page 2 of the Office 
Action. 

Regarding the reasons for the rejection of claim 1 on 
page 2, penultimate paragraph of the Office Action involving the 
term "at least one", see In re Fisher , 166 USPQ 18, 23 (CCPA 
1970) which holds that the recitation of the term "at least" does 
not justify a rejection of claims for indef initeness under the 
second paragraph of 35 USC §112. 

Also with respect to the terminology of "at least one", see 
In re Gaubert , 187 USPQ 664, 667, 668 (CCPA 1975), wherein it was 
held that such terminology accurately sets forth the boundaries 
of the protection involved. 
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Withdrawal of the 35 USC 112, second paragraph rejection is 
therefore respectfully requested. 

Double Patenting Rejections 

Claims 1 to 18 were rejected under the judicially created 
doctrine of obviousness -type double patenting as being 
unpatentable over claims 1 to 13 of USP 6,518,248 for the reasons 
set forth in the third paragraph on page 3 of the Office Action. 

Claims 1 to 18 were rejected under the judicially created 
doctrine of obviousness -type double patenting as being 
unpatentable over claims 1 to 16 of USP 6,770,629 for the reasons 
set forth in the fourth paragraph on page 3 fo the Office Action. 

A TERMINAL DISCLAIMER is being filed concomitantly herewith 
to avoid the double patenting rejections. Also enclosed is a 
Form PTO-2038 in the amount of $130 in payment of the required 
fee for submission of the TERMINAL DISCLAIMER. 

Prior Art Rejections 

The prior art rejections of claims 18 to 18 set forth on 
pages 3 to 5 of the Office Action are moot in view of the 
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cancellation of claims 13 to 18. Claims 13 to 18 will be pursued 
in a Divisional application. 

First Paragraph on Page 2 of the Office Action 

There are some inaccuracies in the first paragraph on page 2 
of the Office Action. Contrary to the first paragraph on page 2 
of the Office Action, no Preliminary Amendment or Information 
Disclosure Statement was filed on October 10, 2003. The 
undersigned spoke with Examiner Crane on January 9, 2006 and, at 
that time, informed Examiner Crane of the inaccuracies in the 
first paragraph on page 2 of the Office Action. 

Second Paragraph on Page 2 of the Office Action 

In the second paragraph on page 2 of the Office Action, the 
Examiner requested further information concerning some of the 
documents submitted in this application. 

The journal title for Yoshiyuki MIZUSHINA et al . , "Studies 
on Inhibitors of Mammalian DNA Polymerase a and fi," Vol. 55, 
(1998), pp. 537-541 is Biochemistry Pharmacology . 
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The Japanese document having the number n A009806508, " which 
the Examiner refers to in the second paragraph on page 2 of the 
Office Action as Ma)", is the Japanese Office Action of 
September 2, 2003 for Japanese patent application No. 373480/98, 
an English- language translation of which is of record (which the 
Examiner referred to as w b) " ) . 

The document w c) " referred to by the Examiner is 
Metabolism , (1991), Vol. 28, No. 12, pp. 1027-1034 (which was 
cited in the aforesaid September 2, 2003 Office Action in 
Japanese Application No. 373480/98) . 

In connection with Metabolism , (1991), Vol. 28, No. 12, 
pp. 1027-1034, applicants have informed the undersigned of the 
following: No English translation for this Japanese document 
could be found. This Japanese document was cited as a reference 
in the September 2, 2003 Office Action in Japanese Application 
No. 373480/98. Japanese Application No. 373480/98 is a patent 
family member of the present application. Under these 
circumstances, an English-language translation of the 
September 2, 2003 Japanese Office Action has been submitted as a 
concise explanation of relevance of the Metabolism publication. 
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As indicated in the September 2, 2 003 Japanese Office Action, the 
Metabolism publication discloses compounds having a blocking 
effect to DNA polymerase are expected to be ant i -cancer agents." 

It is respectfully requested that the Examiner consider and 
make of record all the publications cited by the applicants in 
the INFORMATION DISCLOSURE STATEMENTS of record. 

Telephone Interview With the Examiner 

The undersigned had a telephone interview with Examiner 
Crane on March 9, 2006. The purpose of the March 9, 2006 
telephone interview was to inquire of the Examiner why he 
emphasized the term "epithelial cells" (with quotation marks) 
when citing the definition of an adenocarcinoma from Stedman' s 
Medical Dictionary at the middle of page 4 of the Office Action. 

Claims 13 to 18 were rejected under 35 USC 103 as being 
unpatentable (obvious) over Sahara et al . in view of Stedman' s 
Medical Dictionary for the reasons set forth beginning at the 
middle of page 4 of the Office Action. 

Examiner Crane stated that applicants' claim 13 is directed 
to a method for treating an adenocarcinoma cancer, excluding 
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colon cancer, lung cancer and gastric cancer. Examiner Crane 
took the position that applicants' claim 13 thus covers treating 
an adenocarcinoma cancer in a part of the body other than the 
colon, lung or gastric tract. 

Examiner Crane said the definition of "adenocarcinoma" in 
Stedman's Medical Dictionary is as follows: w a malignant neoplasm 
of epithelial cells in glandular or gland-like pattern," namely 
glandular cancer. Examiner Crane stated that Stedman's Medical 
Dictionary discloses that epithelial cells grow in various 
locations in the body and that the definition of adenocarcinoma 
in Stedman's Medical Dictionary specifically referred to cancers 
in the salivary gland, esophagus, ovary, thyroid, kidney, breast, 
endometrium, large intestine, cervix and "other sites." 
Accordingly, Examiner Crane said that he cited Stedman's Medical 
Dictionary to show that adenocarcinoma can exist in parts of the 
body other than the colon, lung and gastric tract, which fall 
within applicants' claim 13. 

Reconsideration is requested. Allowance is solicited. 
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If the Examiner has any comments, questions, objections or 
recommendations, the Examiner is invited to telephone the 
undersigned at the telephone number given below for prompt 
action. 



Respectfully submitted, 

Frishauf, Holtz, Goodman 
& Chick, P.C. 

220 Fifth Avenue, 16th Fl . 
New York, NY 10001-7708 
Tel. Nos. (212) 319-4900 Richard S. Barth 

(212) 319-4551/Ext. 219 Reg. No. 28,180 

Fax No, : (212) 319-5101 
E-Mail Address: BARTH@FHGC-LAW.COM 
RSB/ddf 

Encs.: (1) PETITION FOR EXTENSION OF TIME 

and Form PTO-2038 in the amount of $1,020 

(2) TERMINAL DISCLAIMER and Form PTO-2038 
in the amount of $130 
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